TERMINAL DISCLAIMER TO OBVIATE A DOUBLE 
PATENTING REJECTION OVER A PRIOR PATENT 



Docket Number: 



C1039.70042US00 



In re Application of: 
Application No. 
Confirmation No. 
Filed: 
For: 



Arthur M. Krieg et al. 

09/630,319 

5464 

July 31,2000 

METHODS FOR TREATING AND PREVENTING INFECTIOUS 
DISEASE 



The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,239,116. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. \E1 For submissions on behalf of an organization (e.g., corporation, partnership, university, 

government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Tide 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of record. 



* Certification under 37 C.F.R. 3.73(b) is required if terminal disclaimer is signed by the 
assignee (owner). Form PTO/SB/96 may be used for making this certification. See MPEP §324. 




Typed or Printed Name 
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The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,194,388. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. \Ei For submissions on behalf of an organization (e.g., corporation, partnership, university, 

government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of record. 



* Certification under 37 C.F.R. 3.73(b) is required if terminal disclaimer is signed by the 
assignee (owner). Form PTO/SB/96 may be used for making this certification. See MPEP §324. 




Typed or Printed Name 
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The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,207,646. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. \E\ For submissions on behalf of an organization (e.g., corporation, partnership, university, 

government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of record. 



* Certification under 37 C.F.R. 3.73(b) is required if terminal disclaimer is signed by the 
assignee (owner). Form PTO/SB/96 may be used for making this certification. See MPEP §324. 




Robert L. Bratzler 



Typed or Printed Name 
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The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,239,116. The ovmer hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. \E1 For submissions on behalf of an organization (e.g., corporation, partnership, university, 

government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements niade herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of record. 

Signature ^Date ' 

W. Bruce Wheaton 
Typed or Printed Name 

* Certification under 37 C.F.R. 3.73(b) is required if terminal disclaimer is signed by the 
assignee (owner). Form PTO/SB/96 may be used for making this certification. See MPEP §324. 
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DISEASE 



The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C, §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,207,646. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. El For submissions on behalf of an organization (e.g., corporation, partnership, university, 

government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Titie 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of record. 




W. Bruce Wheaton 



Typed or Printed Name 

* Certification under 37 C.F.R. 3.73(b) is required if terminal disclaimer is signed by the 
assignee (owner). Form PTO/SB/96 may be used for making this certification. See MPEP §324. 
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The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,194,388. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. \E\ For submissions on behalf of an organization (e.g., corporation, partnership, university, 

government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are tme and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of record. 




W. Bruce Wheaton 
Typed or Printed Name 

* Certification under 37 C.F.R. 3.73(b) is required if terminal disclaimer is signed by the 
assignee (owner). Form PTO/SB/96 may be used for making this certification. See MPEP §324. 
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The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,239,116. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1 . \E\ For submissions on behalf of an organization (e.g., corporation, partnership, university, 

government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of record. 

MlchaelShiiin©vlcli,J.l>«/^/H/7^ 

Registration No, 45, ^S^^^^^^J^ 6_|l^y 

Teclinologgr Llmsiiig Sjpffinllt 

NIH-Divisioa qfTechn olosy 

DeVelOpmeat and Tranifi^f ed or Printed Name 



* 6QtUtiEiKfiSttlNb^3Pl9iiWl ^Iftf in«$ired if terminal disclaimer is signed by the 

assigif^^|pym^j m ^(3flBffllmav be.used for making this certification. See MPEP §324. 
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The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,207,646. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. H For submissions on behalf of an organization (e.g., corporation, partnership, university, 
government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 



2. □ The undersigned is an attorney or agent of record 




:hael ShmiloVich, J.D. ///i A///jiA / • ;^9a^ 

^ istration No. 45, 634 ^ l^^Mi^^if^^^ ^ 7 



hnology Licensing Specialist^^ "^^"^^ ^^^^ 



I-Division of Technology 



^ 'elopment and Transfer Typed or Printed Name 

SOlh ExeckiKtiimafih^Saittf 3^3(b) is required if terminal disclaimer is signed by the 
ROi :k?piilef ME^d5ff8S2PTO^SB/96 may be used for making this certification. See MPEP §324. 
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The co-owners*, University of Iowa Research Foundation, The United States of America, as 
represented by The Secretary, Department of Health and Human Services, and Coley Pharmaceutical 
Group, Inc. (formerly CpG Immunopharmaceutical Group, Inc.), of 100% percent interest in the 
instant application hereby disclaims, except as provided below, the terminal part of the statutory term 
of any patent granted on the instant application which would extend beyond the expiration date of 
the full statutory term defined in 35 U.S.C. §154 to §156 and §173, as presently shortened by any 
terminal disclaimer, of prior Patent No. 6,194,388. The owner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it and the 
prior patent are commonly owned. This agreement runs with any patent granted on the instant 
application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent 
granted on the instant application that would extend to the expiration date of the full statutory term as 
defined in 35 U.S.C. §154 to §156 and §173 of the prior patent, as presently shortened by any 
terminal disclaimer, in the event that it later expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed in 
whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a reexamination 
certificate, is reissued, or is in any manner terminated prior to the expiration of its full statutory term 
as presently shortened by any terminal disclaimer. 

Check either box 1 or 2 below, if appropriate. 

1. \E\ For submissions on behalf of an organization (e.g., corporation, partnership, university, 
government agency, etc.), the undersigned is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United states Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 

2. □ The undersigned is an attorney or agent of; 

MiihaclShmaovich,XD* //n A\//L.Jm^ ^ 1 , 

Rei ;istratloii No- 45, 634 , /^^^ ^ ^^'^f 

Tec hnology Licensing Spccialist/isnaWre Date 

NI I-Division of Technology 

De relopment and Transfer 

Typed or Printed Name 
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1. Ex«^||l?J!kM».^¥ef .^.^^ 



3(b) is required if terminal disclaimer is signed by the 



may be used for making this certification. See MPEP §324. 



778787.1 



